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DECISION ON APPEAL 
This is a decision on appeal under 35 U.S.C. § 6(b) of the final 
rejection of claims 12 through 42. 

We affirm the Examiner's rejections of these claims. 

INVENTION 

The invention is directed towards a communications system which 
allows transmission of voice and other forms of data over a wide area 
network having Digital Subscriber Lines (DSL). See page 5 of Appellants' 
Specification. Claim 12 is representative of the invention and reproduced 
below: 

12. A wide area communications network, comprising: 
a first subscriber location; 

a first digital subscriber line in communication with the first 
subscriber location via a first network interface device; 

a first digital subscriber line access multiplexer connected to the 
first digital subscriber line; 

a second subscriber location; 

a second digital subscriber line in communication with the 
second subscriber location via a second network interface device; 

a second digital subscriber line access multiplexer connected to 
the second digital subscriber line; and 

the first and second subscriber locations in communication via 
at least one derived digital telephone voice channel carried over the 
first and second digital subscriber lines and by a public switched 
telephone network connecting the first digital subscriber line access 
multiplexer to the second digital subscriber line access multiplexer, 
wherein a subscriber unit at the first subscriber location is configured 
to select one of a plurality of derived digital voice channels for a voice 
communication to the second subscriber location. 
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REJECTION AT ISSUE 



The Examiner has rejected claims 12 through 19 and 21 through 27 
under 35 U.S.C. § 103(a) as being unpatentable over Liu, Whittaker, and 
Weinman. The Examiner's rejection is on pages 6 through 10 of the 
Answer 2 . 

The Examiner has rejected claims 28 through 41 under 35 U.S.C. 
§ 103(a) as being unpatentable over Liu, Whittaker, and Klok. The 
Examiner's rejection is on pages 10 through 13 of the Answer. 

The Examiner has rejected claim 20 under 35 U.S.C. § 103(a) as 
being unpatentable over Liu, Whittaker, Weinman, and Klok. The 
Examiner's rejection is on page 4 of the Answer. 

The Examiner has rejected claim 42 under 35 U.S.C. § 103(a) as 
being unpatentable over Liu, and Whittaker. The Examiner's rejection is on 
pages 4 through 5 of the Answer. 



2 Throughout the opinion, we make reference to the Answer, mailed April 4, 
2007, for the respective details thereof. 
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ISSUES 

Rejection of claims 12 through 19 and 21 through 27 under 35 U.S.C. 
§ 103(a). 

Appellants argue on pages 5 through 7 of the Brief 3 that the 
Examiner's rejection of claims 12 through 19 and 21 through 27 under 35 
U.S.C. § 103(a) as being unpatentable over Liu, Whittaker, and Weinman is 
in error. Appellants assert on pages 5 and 6 of the Brief that the references 
are not combinable as one deals with a high data rate network and the other a 
lower data rate configuration. Further, Appellants assert that even if 
combined, the references do not teach a subscriber unit as recited in claim 
12 4 . 

Thus, Appellants' contentions present us with the following issues: 
have Appellants shown that the Examiner erred in finding that the 
combination of the references teaches a subscriber unit as recited in claim 12 
and have Appellants shown that the Examiner erred in combining the 
teachings of the references? 



3 Throughout the opinion, we make reference to the Brief, received October 
20, 2006, and Reply Brief, received March 28, 2007, for the respective 
details thereof. 

4 Appellants arguments on page 7 of the directed to claims 13 through 19 and 
21 through 27 state that they are allowable for the reasons discussed with 
respect to claim 12. Thus, Appellants have grouped claims 12 through 19 
and 21 through 27 together and we select claim 12 as representative of the 
group. 
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Rejection of claims 28 through 41 under 35 U.S.C. § 103(a). 

Appellants argue on pages 7 and 8 of the Brief that the Examiner's 
rejection of claims 28 through 41 under 35 U.S.C. § 103(a) as being 
unpatentable over Liu, Whittaker, and Klok is in error. Appellants argue 
that the references are not combinable. Appellants also argue that the 
combination of the references does not teach a hybrid telephone voice 
channel as recited in claim 28 5 . Brief 8. 

Thus, Appellants' contentions present us with the following issues: 
have Appellants shown that the Examiner erred in finding that the 
combination of the references teaches a hybrid telephone circuit as recited in 
claim 28 and have Appellants shown that the Examiner erred in combining 
the teachings of the references? 

Rejection of claim 20 under 35 U.S.C. § 103(a). 

Appellants argue on pages 8 and 9 of the Brief that the Examiner's 
rejection of claim 20 under 35 U.S.C. § 103(a) as being unpatentable over 
Liu, Whittaker, Weinman, and Klok is in error. Appellants argue that claim 
20 is dependent upon claim 12 and that the rejection of claim 20 is error for 
the same reasons as discussed with respect to claim 12. Further, Appellants 
argue that Klok does not make up for the deficiencies in the combination of 
Liu, Whittaker, and Weinman. 



5 Appellants arguments on page 8 of the directed to claims 29 through 41 
state that they are allowable for the reasons discussed with respect to claim 
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Thus, Appellants' contentions with respect to the rejection of claim 20 
present us with the same issues, as presented with respect to claim 12. 

Rejection of claim 42 under 35 U.S.C. § 103(a). 

Appellants argue on pages 9 and 10 of the Brief that the Examiner's 
rejection of claim 42 under 35 U.S.C. § 103(a) as being unpatentable over 
Liu and Whittaker. Appellants argue that the references are not combinable, 
and present many of the same arguments presented with respect to claim 12. 

Thus, Appellants' arguments with respect to the rejection of claim 42 
present us with the same issue as discussed with respect to claim 12. 

PRINCIPLES OF LAW 

In analyzing the scope of the claim, Office personnel must rely on 
Appellant's disclosure to properly determine the meaning of the terms used 
in the claims. Markman v. Westview Instruments, Inc., 52 F.3d 967, 980 
(Fed. Cir. 1995). "[Interpreting what is meant by a word in a claim is not to 
be confused with adding an extraneous limitation appearing in the 
specification, which is improper." (Emphasis original) In re Cruciferous 
Sprout Litigation, 301 F.3d 1343, 1348 (Fed. Cir. 2002) (citations and 
quotations omitted). 

On the issue of obviousness, the Supreme Court has stated that "the 
obviousness analysis cannot be confined by a formalistic conception of the 
words teaching, suggestion, and motivation." KSR Int'l Co. v. Teleflex Inc., 
127 S. Ct. 1727, 1741 (2007). The mere existence of differences between 



28. Thus, Appellants have grouped claims 28 through 41 together and we 
select claim 28 as representative of the group. 
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the prior art and the claim does not establish nonobviousness. Dann v. 
Johnston, 425 U.S. 219, 230 (1976). The issue is "whether the difference 
between the prior art and the subject matter in question 'is a difference 
sufficient to render the claimed subject matter unobvious to one skilled in 
the applicable art.'" Dann, 425 U.S. at 228 (citation omitted) (finding 
system for automatic record keeping of bank checks and deposits obvious in 
view of nature of extensive use of data processing systems in banking 
industry and "closely analogous" patent for an automatic data processing 
system used in a large business organization for keeping and updating 
system transaction files for each department of the organization). To be 
nonobvious, an improvement must be "more than the predictable use of prior 
art elements according to their established functions." KSR, 127 S. Ct. at 
1740. 

In KSR, the Supreme Court emphasized "the need for caution in 

granting a patent based on the combination of elements found in the prior 

art," id. at 1739, and discussed circumstances in which a patent might be 

determined to be obvious. In particular, the Supreme Court emphasized that 

"the principles laid down in Graham reaffirmed the 'functional approach' of 

Hotchkiss, 11 How. 248 [(1850)]." KSR, 127 S. Ct. at 1739 (citing Graham 

v. John Deere Co., 383 U.S. 1, 12 (1966) (emphasis added)), and reaffirmed 

principles based on its precedent that "[t]he combination of familiar 

elements according to known methods is likely to be obvious when it does 

no more than yield predictable results." Id. The Court explained: 

When a work is available in one field of endeavor, 
design incentives and other market forces can 
prompt variations of it, either in the same field or a 
different one. If a person of ordinary skill can 
implement a predictable variation, § 103 likely 
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bars its patentability. For the same reason, if a 
technique has been used to improve one device, 
and a person of ordinary skill in the art would 
recognize that it would improve similar devices in 
the same way, using the technique is obvious 
unless its actual application is beyond his or her 
skill. 

Id. at 1740. The operative question in this "functional approach" is thus, 
"whether the improvement is more than the predictable use of prior art 
elements according to their established functions." Id. at 1740. 

FINDINGS OF FACT 

1. Liu teaches a configurable Digital Subscriber Loop (DSL) which 
provides end to end data and analog voice connections. The system 
can be dynamically adjusted to set up multiple data routes based upon 
customer needs including bandwidth requirements. Abstract, col. 3, 
11. 44-60. 

2. Liu's system makes use of DSL lines (items 225) connected to 
customer equipment (item 230), Digital Subscriber Loop Multiplexers 
(DSLAM) (items 240). The DSLAMs are connected to both a digital 
Public Switched Telephone Network (PSTN) and a Wide Area 
Network (WAN). See Figure 2. 
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3. Within the DSLAMs there are several signal paths. One path from the 
customer subscriber loop, is to a Pulse Code Modulation (PCM) bank 
(item 242) which is used for analog calls. A second path from the 
customer subscriber loop is to a DSL bank/dialing logic (item 243) 
which is used for DSL logic. The PCM is only connected to the 
PSTN, where as the DSL bank is connected to both the PSTN and the 
WAN, thus DSL communication can be achieved by multiple paths. 
Liu, Figure 3, col. 7, 11. 17-25 and 11. 33-35. 

4. In Liu's system a determination is made as to whether a transmission 
on the network is an analog voice transmission or a digital data signal 
as part of the process of selecting the data path. Col. 4, 11. 61-65, col. 
8, 11. 39-50, and Figure 4a steps 402a, 402b, and 403. 

5. Whittaker teaches a method of allowing multiple telephones to 
communicate over asymmetric DSL. The DSL line enters the 
customer's premises and is split into a low frequency component used 
for normal voice communication and a higher frequency component 
used for digital data communication. Abstract, col. 2, 1. 56- col. 3, 1. 
9. 

6. Whittaker' s system involves use of terminal adaptors which are 
connected to both the data line and the analog voice line associated 
with DSL. These terminal adaptors are also connected to analog 
phones and can selectively allow the phone to act as an analog phone 
connected to the analog voice line or a digital phone connected to the 
data line. Figure 1, col. 2, 11. 7-13, col. 4, 11. 1-5. 
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7. In Whittaker's system, the terminal adaptor upon receiving a packet of 
data compares the address in the header with the address of the 
terminal unit and if there is a match, converts the data into an analog 
form that is transmitted to the phone. Similarly, when the user 
initiates a call the terminal adaptor converts the voice signals into 
digital data which is encoded for transmission to the call's destination. 
The header information identifies the destination and quality of 
service for the transmission. Col. 4, 1. 43- col. 5, 1. 25. 

8. Whittaker's system allows a location which has DSL to get new 
telephone lines, via connecting new terminal units with new 
addresses, without installing new telephone cables. Col. 1, 11. 15-21, 
col. 6, 11. 9-21. 

9. Whittaker also teaches that the phone system has the ability to have 
conference calls. Col. 6, 11. 24-25. 

1 O.Weinman teaches a multiline telephone, which allows a user to select 
phone lines and bridge two calls together. Abstract. 

11. Klok teaches a communication system where there is a PSTN 
connected to a WAN and an interworking unit (item 108 Figure 1) 
converts data format as it is transmitted from one network to another. 
Abstract, col. 5,11. 7-17. 

ANALYSIS 

Rejection of claims 12 through 19 and 21 through 27 under 35 U.S.C. 
§ 103(a) 

Appellants' arguments have not persuaded us that the Examiner erred 
in finding that the combination of the references teaches a subscriber unit as 
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recited in claim 12. Claim 12 recites a communication network, with two 
subscriber locations, two DSLs, and two DSLAMs, and in which at 
subscriber locations there are subscriber units which select digital voice 
channels for communication to a second subscriber network. The Examiner 
has found that Liu teaches a communication network which includes two 
subscriber locations, two DSL lines and two DSLAMs as claimed. Answer 
6. Appellants have not contested these findings and we find ample evidence 
to support these findings. Fact 2. Further, the Examiner has found that 
while Liu does not teach the claimed subscriber unit, Whittaker does, and 
that one skilled in the art would find the use of Whittaker' s terminal adaptor 
(the claimed subscriber unit) in Liu's communication system obvious. 
Answer 7 and 8. 

Claim 12 recites "a subscriber unit at the first subscriber location is 
configured to select one of a plurality of derived digital voice channels for a 
voice communication to the second subscriber location." Thus, the scope of 
claim 12 includes that there is a subscriber unit which establishes a digital 
voice communication channel for communication to a second subscriber 
location. The Examiner has found that Whittaker' s teaching of a terminal 
adaptor teaches a subscriber unit such as claimed and that Weinman teaches 
that a user can select the telephone line in a two line phone. Answer 7 and 8. 
We concur with the Examiner's finding. We find ample evidence to support 
the Examiner's finding. Liu teaches a communication network where there 
are plural paths for data, and the paths are selected based on the type of data 
(analog voice or digital data) and that digital data can be transmitted over the 
PSTN or a WAN. Fact 3. Whittaker teaches that the user can send digital 
voice over a DSL connection to a PSTN by using a terminal unit or digital 
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phone. Fact 6. The terminal unit establishes communication to another 
subscriber location (the location associated with the number being called) by 
assembling the packet with the header information necessary to route the 
call. Fact 7. Thus, the packet headers will establish connections with 
different locations, i.e. create different channels for the voice 
communication. 6 Accordingly, we find that Liu in combination with 
Whittaker teaches the claimed subscriber unit as claimed in claim 12. 

Similarly, Appellants' arguments have not persuaded us that the 
Examiner erred in combining the teachings of the references. We concur 
with the Examiner's rationale that one skilled in the art would find it obvious 
to use Whittaker' s teaching of packet based digital voice communication, 
using a terminal adaptor, with the communication network taught by Liu. 
Whittaker expressly teaches that the packet based digital voice is to be used 
with a DSL system. Fact 5. Liu teaches a DSL communication network. 
Fact 1. Thus, we consider the use of Whittaker' s system on a 
communication network such as taught by Liu to be nothing more than using 
known systems for their known purpose. 

Further, Appellants' argument on pages 6 and 7 of the Brief that the 
network of Liu is a high data rate network and Whittaker is a low bandwidth 
network is not persuasive. 7 Liu teaches that the purpose of the 
communication network is to allow the network to adjust to the user 



6 Further, modifying the combination with Weinman's teaching of a dual line 
phone, also teaches that the unit can select a digital channel as the modified 
device allowing the user to select a telephone line (i.e. sender telephone 
number) to be associated with the outgoing call. 



12 



Appeal 2008-5968 
Application 10/679,197 

demand. Fact 1. Further, we are not persuaded by Appellants' argument 
that the skilled artisan would not look to another voice system as Liu teaches 
the use of voice though the PSTN. Whittaker is directed to solving the 
problem of providing additional phone lines without installing new cable. 
Fact 8. This problem also exists in the network of Liu, for example if a user 
wanted additional phone lines, additional cables would need to be laid 
between the DSLAM (items 240, Figure 2) and customer's equipment (item 
230 Figure 2). Whittaker provides a solution to this problem. Thus, we do 
not find that the skilled artisan would be discouraged from using the 
teachings of Whittaker in a communication network such as taught by Liu. 
Accordingly, we sustain the Examiner's rejection of claim 12 and claims 13 
through 19, and 21 though 27 which Appellants have grouped with claim 12. 

Rejection of claims 28 through 41 under 35 U.S.C. § 103(a) 
Appellants' arguments have not persuaded us that the Examiner erred 
in finding that the combination of the references teaches a hybrid telephone 
circuit as recited in claim 28. Claim 28 recites a communication network, 
which includes a hybrid circuit that communicates "a voice telephone call 
from a first telephone in communication with the first local area network to a 
second telephone in the second telephone system, wherein the first hybrid 
circuit has a portion comprising a virtual circuit and a second portion 
comprising a switched circuit." Thus, the scope of claim 28 includes that the 
hybrid circuit establishes a call from a telephone connected to a LAN to a 



7 We note that on page 7 of the Brief, Appellants refer to arguments 
presented in a prior response. These arguments are not properly before us 
see 37 C.F.R. § 1.137(c)(l)(vii), and have not been considered. 
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telephone connected to a telephone system. The Examiner finds that 
Whittaker teaches a hybrid circuit to communicate a voice telephone call 
over both a virtual circuit and a switched circuit which meets Appellants' 
claimed hybrid telephone circuit. Appellants' arguments on pages 7 and 8 of 
the Brief do not address this finding by the Examiner but rather assert that 
the Examiner' s reasoning to combine Whittaker and Liu is in error. In the 
absence of argument or evidence showing error in the Examiner's findings 
concerning Whittaker, we concur with the Examiner's finding that Whittaker 
teaches the hybrid circuit as recited in claim 28. 

Further, as discussed supra with respect to claim 12, Appellants' 
arguments have not persuaded us that the Examiner erred in finding the 
skilled artisan would combine the references. Appellants' argument directed 
to the Examiner's rationale concerning power failure features is not 
persuasive as the Examiner also discusses the advantage of allowing for 
additional lines without installing new cables. Further, Appellants' 
argument that Klok does not make up for the deficiencies of Liu and 
Whittaker is not persuasive because, as noted above, we do not find any 
deficiencies in the combination of Liu and Whittaker. Accordingly, we 
sustain the Examiner's rejection of claim 28 and claims 29 through 41 which 
Appellants have grouped with claim 28. 

Rejection of claim 20 under 35 U.S.C. § 103(a) 

Appellants' arguments have not persuaded us that the Examiner erred 
in rejecting claim 20. Appellants' arguments on page 8 present us with the 
same issues as discussed with respect to claim 12. As discussed supra with 
respect to claim 12, Appellants have not persuaded us of error in the 
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Examiner's rejection. Further, Appellants argument that Klok does not 
make up for the deficiencies in the combination Liu, Whittaker, and 
Weinman is not persuasive as we find no deficiencies in the combination of 
Liu, Whittaker, and Weinman. Additionally, Appellants' statement "there is 
no suggestion in Klok to combine its generic teaching of a data interface 
(IWU) to a PSTN with these other references" is not persuasive of error in 
the Examiner's rejection. Brief 9. The Examiner has found that one skilled 
in the art would combine the teachings "in order to mediate communication 
between different protocols within different system[s] and to provide 
conversion between a packet data format and a circuit switch data format." 
Answer 12. Appellants' argument has not identified error in this finding, 
and we concur with the Examiner's finding. Claim 20 identifies that the 
virtual telephone circuit includes an interworking unit. Appellants' 
Specification describes the interworking unit as a device that "converts 
between packet data format and a circuit switch format." Specification 
31:19-20. We find that Klok teaches such a device. Fact 11. Further, we 
find that Whittaker' s gateway, item 86, which interfaces the PSTN to the 
ADSL packet network (see column 3, lines 20-30) suggests that use of an 
interworking unit. For all of the above reasons, Appellants' arguments have 
not persuaded us of error in the Examiner's rejection of claim 20. 

Rejection of claim 42 under 35 U.S.C. § 103(a). 

Appellants' arguments have not persuaded us that the Examiner erred 
in rejecting claim 42. Appellants' arguments assert that one skilled in the art 
would not combine the teachings of Liu and Whittaker. Appellants set forth 
many of the same arguments presented with respect to the rejection of claim 
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12. As discussed supra, we find that the Examiner has provided sufficient 
rationale to combine the references and that Appellants have not shown that 
one skilled in the art would be discouraged from combining the teachings of 
Liu and Whittaker. Accordingly, we sustain the Examiner's rejection of 
claim 42 for the reasons discussed with respect to claim 12. 

ORDER 

The decision of the Examiner to reject claims 12 through 42 is 
affirmed. 

No time period for taking any subsequent action in connection with 
this appeal may be extended under 37 C.F.R. § 1.136(a)(l)(iv). 

AFFIRMED 



ELD 



BRINKS HOFER GILSON & LIONE 
P.O. BOX 10395 
CHICAGO, IL 60610 
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